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Applicant(s) 

TOHI ET AL. 


Examiner 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 07 November 2005 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) 7-12 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) \3 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) [3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 4/30/04 . 6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1-6 in the reply filed on 
November 7, 2005 is acknowledged. 

Claim Rejections - 35 USC § 102/103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Alt et al. (US 5,436,305), Alt et al. 
(US 5,571 ,880), and Lee et al. (J. of Organometallic Chemistry, 561 (1 998) 37-47) 
independently. 

The instant claims are directed to a process for preparing a low molecular weight 
olefin polymer with intrinsic viscosity of 0.6 dl/g or less in decaline in the presence of an 
at least two-atom bridged fluorenyl containing metallocene complex. 

Alt teaches an ethylene polymerization process in the presence of 1 ,2- 
difluorenyethane zirconium dichloride catalyst and methylaluminoxane cocatalyst in 
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Example XI of col. 18, wherein the ethylene copolymer Run 9 is a waxy material, see 
Table 1. In Example XIII, Runs 25-28, Alt teaches the preparation of propylene 
polymers with low molecular weight and those polymers are xylene soluble. Alt's 
metallocene catalyst compositions read on the instant claims. 

Although Alt's do not disclose the claimed limitation intrinsic viscosity of 0.6 dl/g 
or less in decaline of the olefin polymers, Alt does expressly disclose that those 
polymers are low molecular weight and xylene soluble or in waxy state. The lower the 
molecular weight, the lower the intrinsic viscosity. Therefore, one of the ordinary skill in 
the art would have expected those low molecular weight olefin polymers to have a 
correspondingly low intrinsic viscosity in decaline, such as 0.6 dl/g or less in decaline. 

Even if the claimed intrinsic viscosity of 0.6 dl/g or less in decaline are not 
inherent in the polymers of the prior art examples, it would still have been obvious to a 
skilled artisan to lower the intrinsic viscosity of the olefin polymer by introduce more 
hydrogen to the polymerization media during the polymerization process. 

Once a product appearing to be substantially identical is found and a 35 USC 
102/103 rejection made, the burden of proof is shifted to the applicant to show an 
unobvious difference. In re Fitzgerald, 205 USPQ 594. In re Fessmann, 180 USPQ 
324. Applicants have not met their burden to demonstrate an unobvious difference 
between the claimed product and the products of the prior art examples. 
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Similar rejections are made over the teaching of Alt et al. (US 5,571,880), see 
Example VI, Run 9 and 19, and Example VII, Run 11. 

Similar rejections are also made over the teaching of Lee et al. (J. of 
Organometallic Chemistry, 561 (1998) 37-47), see Table 3, polymerization conducted 
with Catalyst 5b. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (571 ) 272-1 106. 
The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the matter 
is urgent, the examiner's supervisor, David Wu, can be reached at (571 ) 272-1 1 14. The 
fax numbers for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 



1700. 




Caixia Lu, Ph. D. 
Primary Examiner 
November 29, 2005 



